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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 12/15/08 have been fully considered and found not 
persuasive. With respect to the rejection of claims 55-60 as being anticipated by 
Halverson USPN 6071260, Applicant argues Halverson does not employ cutting the 
tissue. Applicant argues Halverson does not teach the claimed invention, but instead 
leads away from the claimed invention, and expressly Halverson teaches the desirability 
of not removing chunks of tissue due to cutting. Although Halverson may teach this is 
desirable, Halverson still teaches the general condition of a cutting or shearing fat tissue 
in the fat removal process. A reference may be relied upon for all that it would have 
reasonably suggested to one having ordinary skill the art, including nonpreferred 
embodiments. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 
(Fed. Cir), cert, denied, 493 U.S. 975 (1989). See also Celehtas Technologies Ltd. v. 
Rockwell International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. 
Cir. 1998) (The court held that the prior art anticipated the claims even though it taught 
away from the claimed invention. " MPEP 2123 [R3]. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 55-60 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Halverson USPN 6071260. 

4. As to claims 55 and 56, Halverson teaches a method of removing fatty tissue 
while protecting nerves, comprising the steps: exposing a portion of said fatty tissue; 
pressing said fatty tissue with a non-convex surface having at least one hole (Figures 4 
and 5; col. 1, lines 56-60; col. 6, lines 1-16); extruding fat through said at least one 
hole, the hole being dimensioned to allow fat cells to extrude through while preventing 
nerves from passing therethrough (col. 3, lines 64-65; col. 7,lines 1-4) and cutting said 
fat that has extruded through said hole on a side of said surface opposite said fatty 
tissue (col. 1, lines 53-60). 

As to claim 58, Halverson teaches heating said fatty tissue at a time selected from the 
group consisting of prior to said cutting step, during said cutting step, and both prior 
and during said cutting step (col. 2, lines 4-17; col. 3, lines 17-20). 

As to claim 59, the step of pressing said fat layer further comprises pressing with a 
surface having at least one hole located on a distalmost end of a cannula (Figures 4 
and 5). 



As to claim 60, the step of pressing the fat layer further comprises pressing with a 
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surface having at least one hole located proximal of a distalmost end of a cannula 
(Figures 4 and 5). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 57 is rejected under 35 U.S.C. 103(a) as being obvious over Halverson as 
applied to claim 55 above in view of Bass US 2003/0176851 . Halverson discloses the 
present invention substantially as claimed. Halverson does not teach cutting fat with 
an electrocautery element. Bass teaches employing an electrocautery element for the 
benefits of providing faster and more complete fat removal and well as producing less 
bruising, less blood, and faster recovery (paragraph 0026). It would have been 
obvious to one of ordinary skill in the art to modify Halverson with an electrocautery 
element for the benefits that Bass teaches. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jacqueline F. Stephens whose telephone number is 
(571) 272-4937. The examiner can normally be reached on Monday-Friday 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tanya Zaiukaeva can be reached on (571 ) 272-1 1 1 5. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jacqueline F Stephens/ 
Primary Examiner, Art Unit 3761 



